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Status ; 

\\n Responsive to communication(s) filed on s 

„ _ m . . clhJM This action is non-final. 

eta*) in ««»««*««. the pfWto€ undlf fit Qw». 1935C.D. 11. 453 O.G 213. 

Disposition of Claims 

4) g Claim(s) Mi is/are pending in the application. 

4a)Ofth e abov e claim(s) is/are withdrawn from cons.derat.on. . 

5) Q Claim(s) is/are allowed. : 

§)□ Claim(s). is/are rejected. 

7)H Claim(s) is/are objected to. 

Application Papers 

9)D The «***n I. .■>*«* » » by the fi.an.i-.; 

Priority under 35 U.S.C.§ 119 ■ 
12, D AcKnowledament is madeofadaim foreign plunder 35 U.S.C §11^) or 

a)OM b)D Some 'cjD None of: 

1H certified copies of the priority documents have been received 

application from the international Bureau (PCT Rule 17-20)). 
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Application/Control Number: 10/666,486 
Art Unit: 1631 

DETAILED ACTION 

Election/Restrictions 
1. Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1-25 and 44 drawn to a method of covalently joining a ?NA strand 
to an RNA strand and a DNA-RNA molecule and the DNA-RN^ molecule, 
classified in class 702, subclass 19. 

II. Claims 26-43, drawn to a method of tagging a 5" end of a DNA-RNA 
molecule, classified in class 702, subclass 19. 
Claims 45-79, drawn to a method of obtaining full-length gene sequences, 
classified in class 702, subclass 19. 



III. 



Groups I and II are distinct because Group I adds to the topoisomerase- 
DNA intermediate an acceptor RNA strand complementary to the 5' single-strand 
tail under conditions permitting a ligation. An RNA acceptor strand is ihvolved in 
the ligation. The method of Group I results in covalently joining the DNA strand to 
the RNA strand. Group II however adds to the topoisomerase-DNA intermediate 
. 5'-hydroxyl terminated RNA molecule complementary to the 5' single-strand tail 
U nder conditions permitting a ligation. An RNA molecule is involved in the ligation 
not just an acceptor strand as in Group I. The method of Group .I results in the 
formation of a 5' end tagged DNA-RNA ligation product. 
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Application/Control Number: 10/666,486 Page 
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Group III is distinct from Groups I and II because Group III is a method of 
obtaining a full length gene sequence. Group III involves synthesizingjcDNA 
using a tagged mRNA template. Groups I and II are not directed to synthesizing 
cDNA. 

For the reasons described, Group I, II and ill are directed to different 
inventions which would cause an undue search burden if they were searched 
together. 

Because these inventions are independent or distinct for the reasons given 
above and have acquired a separate status in the art because of their recognized 
divergent subject matter, restriction for examination purposes as indicated improper. 

Applicant is advised that the reply to this requirement to be complete rnust 
include (i) an election of a species or invention'to be examined even though the 
requirement be traversed (37 CFR 1 .143) and 00 identification of the claims ! 

i 

encompassing the elected invention. 

The election of an invention or species may be made with or without traverse. To 
reserve a right to petition, the election must be made with traverse. If the reply does not 
distinctly and specifically point out supposed errors in the restriction requirement, the 

i 

election shall be treated as an election without traverse. 

Should applicant traverse on the ground that the inventions or species are not 
patentably distinct, applicant should submit evidence or identify such evidence now of 
record showing the inventions or species to be obvious variants or clearly admit on the 
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Application/Control Number. 10/666,486 
Art Unit. 1631 

record that this is the case. In either instance, if the examiner finds one of the inventions 
unpatentable over the prior art, the evidence or admission may be used in a rejection 
under 35 U.S.C.1 03(a) of the other invention. 

Applicant is reminded that upon the cancellation of claims to a non^cted 
" invention, the inventorship must be amended in compliance with 37 CFR 1.4jB(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1.17®. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Anna Skibinsky whose telephone number is (571) 272- 
4373. The examiner can normally be reached on 8 am - 5:30 P m. 

If attempts to reach the examiner by telephone are unsuccessful, the ^miner's 
supen,isor, Ardin Marschel can be reached on (571) 272-0718. The fax phohe number 
for the organization where this application or proceeding is assigned is 571-273-8300. 



i 
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Application/Control Number. 10/666,486 
Art Unit: 1631 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direcLuspto.goy. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

ARDIN H. MARSCHEL 
SUPERVISORY RttENT EXAMINER 
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